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1)E Responsive to communication(s) filed on 30 March 2005 . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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8) D Claim(s) are subject to restriction and/or election requirement.. 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 29, 31-38, 40, 42-46, 48-54. 56 and 59, drawn to a stent delivery 
system, classified in class 623, subclass 1.11. 

II. Claims 57-58, drawn to a method for positioning a stent, classified in class 
606, subclass 108. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the process can be used with an apparatus that has a screw or 
threaded lock. 

3. Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions have acquired a separate status in the art in view of their 
different classification, restriction for examination purposes as indicated is proper. 
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4. Currently, Claims 29 and 56 are generic to the following disclosed patentably 
distinct species: 

Species Fiqurefs) 

1 1-4 (single pin lock) 

2 5-7 (first and second pin locks) 

3 8-9 (ratchet lock) 

5. Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, 

even though this requirement is traversed. Applicant is advised that a reply to this 

requirement must include an identification of the species that is elected consonant with 

this requirement, and a listing of all claims readable thereon, including any claims 

subsequently added. An argument that a claim is allowable or that all claims are generic 

is considered nonresponsive unless accompanied by an election. 
« 

6. Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or othenA^ise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. if claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 

7. Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement be traversed (37 CFR 1 .143) and (ij) identification of the claims 
encompassing the elected invention. 
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8. The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

9. Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C. 103(a) of the other invention. 

10. During a telephone conversation with Neal Perskv on Tuesday. January 9 2007 a 
provisional election was made without traverse to prosecute the invention of Group I 
directed towards Claims 29. 31-38. 40. 42-46, 48-54. 56 and 59. and Species 2. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 57-58. which are directed towards Groups IL as well as Claims 32. 35-37. 40. 
43-44. and 59 are withdrawn from further consideration by the examiner. 37 

CFR 1.142(b). as being drawn to non-elected inventions 



Specification 

1 1 . This application does not contain an abstract of the disclosure as required by 37 
CFR 1.72(b). An abstract on a separate sheet is required 
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Claim Rejections - 35 USC § 112 

12. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

13. Claim 50 recites the limitation "the at least a portion of the bronchoscope" on line 
2 of Claim 50. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

6. Claims 29, 42, 45-46, 48-49, 51, 54, and 56 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Heyn (U.S. Patent No. 5,201,757). 

Claims 29 and 56 : Heyn discloses a first conduit 44, wherein at least a portion of an 
endoscope or bronchoscope may be positionable in the first conduit during use, and a 
second conduit 20, wherein at least a portion of the first conduit is positionable in the 
second conduit, wherein the second conduit is configured to contain at least a portion of 
a stent 18 between the distal ends of the first and second conduits, and wherein the 
second conduit is configurable to releasably position the stent in a body lumen or air 
passage during use (Figure 1, col. 5, lines 15-23). 
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Claim 42 : Heyn discloses a stop 54 positioned approximate the distal end of the stent 
delivery system between the first and second conduits, wherein the stop is configured to 
inhibit movement of the stent in a proximal direction relative to the first conduit . 
(Figure 1, col. 5, lines 55-58). 

Claims 45-46 : Heyn discloses at least a portion of the first and second conduits being • 
partially flexible (col. 2, lines 31-35). 

Claims 48-49 : Heyn discloses at least a portion of the first and second conduits being 
configured to inhibit collapse of the first and second conduits upon removal of an 
endoscope during use (col. 5, lines 63-67 to col. 6, lines 1-5). 

Claim 51 : Heyn discloses the stent comprising a pulmonary stent, as in is capable of 
being deployed into pulmonary artery (col. 5, lines 43-54). 

Claim 54 : Heyn discloses the second conduit comprising a polymer (col. 5, lines 15- 
18). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

8. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heyn (U.S. Patent No. 5,201,757) in view of Bui (U.S. Patent No. 6,629,981). 
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Claim 31 : Heyn discloses the claimed device except for a first lock configurable to 
inhibit movement of the first conduit relative to the second conduit during use, and a 
second lock configurable to inhibit movement of the endoscope relative to the first 
conduit during use. 

Bui teaches a first lock 110 configurable to inhibit movement of the first conduit 
relative to the second conduit during use, and a second lock configurable to inhibit 
movement of the endoscope 124 relative to the first conduit during use (Figures 11,15- 
17, and col. 9, lines 43-52 and col. 11, lines 8-19). It would have been obvious to one of 
ordinary skill in the art at the time of invention to provide a first lock and a second lock, 
as taught by Bui, to Heyn since it was known in the art that undesirable axial movement 
of coaxial conduits, or sleeves, results in difficult or undesirable deployment or lack of 
visibility, and therefore inhibiting movement between first and second conduits facilitates 
deployment of the stent. 

9. Claims 33-34 and 53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heyn (U.S. Patent No. 5,201,757) in view of Gunderson (U.S. Patent No. 
5,776,142). 

Claims 33-34 : Heyn discloses the claimed device except for a lock configurable to 
inhibit movenrient of the first conduit relative to the second conduit during use, wherein 
the lock comprises a first grip coupled to at least a portion of the first conduit, and a 
second grip coupled to at least a portion of the second conduit, and one or more pins 
coupled to the first conduit, wherein at least one of the pins is configurable to inhibit 
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portions of the first and second conduits from moving transversely to each other 
wherein at least a portion of the first grip is configurable to inhibit movement of the 
second grip in a direction toward a proximal end of the stent delivery system beyond the 
portion of the first grip. 

Gunderson teaches a lock configurable to inhibit movement of the first conduit 
relative to the second conduit during use, wherein the lock comprises a first grip 20 
coupled to at least a portion of the first conduit, and a second grip 30 coupled to at least 
a portion of the second conduit, and one or more pins 28 coupled to the first conduit, 
wherein at least one of the pins is configurable to inhibit portions of the first and second 
conduits from moving transversely to each other wherein at least a portion of the first 
grip is configurable to inhibit movement of the second grip in a direction toward a 
proximal end of the stent delivery system beyond the portion of the first grip (Figure 1 , 
col. 5, lines 7-16). It would have been obvious to one of ordinary skill in the art at the 
time of invention to provide a lock to inhibit movement of the first conduit relative to the 
second conduit, as taught by Gunderson, to Heyn since it was known in the art that the 
movement of the first or inner conduit relative to the second or outer conduit should be 
controlled so that undesirable deployment or expansion of the stent may be prevented. 
Claim 53 : Heyn discloses the claimed device except for the first conduit comprising a 
polymer. 

Gunderson teaches a first conduit comprising a polymer (col. 5, lines 43-48). It 
would have been obyious to one of ordinary skill in the art at the time of invention to 
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provide a first conduit comprising a polymer, as taught by Gunderson, to Heyn since it 
was known in the art that polymer is a biocompatible, flexible material. 

10. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heyn (U.S. Patent No. 5,201,757) in view of Mikus (U.S. Patent No. 6,093,194). 
Claim 38 : Heyn discloses the claimed device except for a lock configurable to inhibit 
movement of the first conduit relative to the second conduit during use, wherein the lock 
comprises a clamp. 

Mikus teaches a lock configurable to inhibit movement of a first conduit 70 
relative to the second conduit 75 during use, wherein the lock comprises a clamp 77, 78 
in order to prevent premature proximal displacement during insertion of the conduits into 
the body lumen (Figure 7, col. 7, lines 54-67 to col. 8, lines 1-8). It would have been 
obvious to one of ordinary skill in the art at the time of invention to provide a clamp lock, 
as taught by Mikus, to Heyn in order to prevent premature proximal displacement of the 
conduits during insertion into body lumen. 

11, Claim 50 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heyn 
(U.S. Patent No. 5,201,757) in view of Heller (U.S. Pub. No. 20030215564). 

Claim 50 : Heyn discloses the claimed device except for the endoscope comprising a 
bronchoscope, and wherein the at least a portion of the bronchoscope being partially 
flexible. 
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Heller teaches an endoscope comprising a bronchoscope, and wherein the at 
least a portion of the bronchoscope being partially flexible (page 4, paragraph 58). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
provide a bronchoscope, as taught by Heller, to Heyn since it was known in the art that 
in deploying a pulmonary stent, visibility of the pulmonary arteries is facilitated by 
bronchoscopes. 

12. Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heyn 
(U.S. Patent No. 5,201,757) in view of Quiachon (U.S. Pat. No. 5,938,623). 
Claim 52 : Heyn discloses the claimed device except for the first conduit comprising a 
coiled spring. 

Quiachon teaches a first conduit 42 comprising a coiled spring 61 (Figure 2). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
provide a coiled spring, as taught by Quiachon, to Heyn since it was known in the art 
that coiled springs used with conduits, sleeves, sheaths or catheters act as dampeners 
or absorb vibration along the length of a catheter. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diane Yabut whose telephone number is (571) 272- 
6831. The examiner can normally be reached on M-F: 9AM-4PI\/I EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hayes can be reached on (571) 272-4959. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrievaf (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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MICHAEL J. HAYES 
SUPERVISORY PATENT EXAMINER 



